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Applicants respectfully petition the Office to withdraw the holding of 
abandonment in the above-referenced patent application. 

In the above-referenced patent application, the Office issued an Office 
Action on Februgiry 5, 2004. In response to the Office Action, Applicants timely 
filed a Reply with a one-month Extension of Time on June 2, 2004. A copy of the 
receipt postcard with the date stamp of the Patent Office on the postcard 
indicating that the Office received the Reply on June 2, 2004, is enclosed. A 
billing entry in Applicants' matter file (copy also enclosed) states that on August 
11, 2004, Applicants' attorney received a telephone call from the Examiner 
regarding whether Applicants had filed a response to the Office Action of 
February 5, 2004. The entry states that Applicants' attorney telephoned the 
Examiner to advise that a response was filed on June 2, 2004. This billing entry 
then indicates that Applicants' attorney received a telephone call from the 
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Examiner advising that the response was timely filed but that the Examiner had 
mistakenly sent a Notice of Abandonment. Applicants then received the Notice 
of Abandonment that was mailed by the Office on August 12, 2004. In response, 
Applicants filed a Request to Withdraw the Notice of Abandonment on August 
19, 2004. A copy of the date-stamped receipt postcard for filing of the Request to 
Withdraw the Notice of Abandonment is also enclosed. 

It appears that whereas Applicants timely filed a response to the Office 
Action of February 5, 2004, in the Reply that was filed, Applicants' 
representative transposed two numbers of the Application's Serial No. 
Applicants filed the Reply by listing Application Serial No. 10/049,843 on the 
Reply instead of Application Serial No. 10/049,834. However, Applicants 
respectfully note that even though two numbers of the Application Serial No. 
were transposed, Applicants correctly identified the patent application by other 
correct identifying information including: the Applicants' names, the Filing Date, 
the Art Unit, the Examiner's name, the Attorney Docket No., the Title of the 
application, and the Confirmation No. associated with the patent application. 

Therefore, Applicants respectfully submit that they timely replied to the 
Office Action of February 5, 2004, and identified in the Reply the patent 
application to which the Reply was associated with sufficient identifying data 
that should have allowed the Reply to be properly matched with the patent 
application, or at least, should have caused a further inquiry to Applicants to 
properly identify the relevant patent application for Applicants' filed Reply. In 
fact, the billing entry discussed above in Applicants' matter file indicates that 
the Examiner did ultimately correctly determine that Applicants timely 
responded to the Office Action of February 5, 2004. 

Further, Applicants also respectfully note that M.P.E.P. f 502 states that 
"[a] minor error in the identification of the application can be corrected by the 
Office provided the correct identification can be quickly discovered. Examples of 
minor errors are transposed numbers, typographical errors, and listing the 
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parent application number. The failure to give any application number is not a 
minor error." This same M.P.E.P. paragraph further states that it would be of 
great assistance to the Office if all incoming papers pertaining to a filed 
application carried the following items: Art Unit Number, Filing Date, name of 
the Examiner, Title of the Invention, and Confirmation No. Applicants 
respectfully submit that all of this identifying information regarding the patent 
application was correctly provided on the Reply and should have allowed the 
Office to correctly match the paper with the matter file. Applicants respectfully 
submit that even if the Reply was mis-filed in the wrong application based on 
Applicants' transposed numbers, that the Examiner in the mis-filed application 
should have identified that the paper was mis-filed in that application with a 
further inquiry to Applicants regarding this unrelated Reply. M.P.E.P. T[ 502 
further states that any correspondence not containing the proper identification 
will be returned to the sender by OIPE. Applicants respectfully submit that 
Applicants' matter file does not contain any record of the Reply being returned to 
Applicants as a result of any misidentifying information. In fact, Applicants 
respectfully submit that based on the billing record entry in Applicants' matter 
file, the Examiner indicated that the paper had been brought to his attention. 

Applicants respectfully submit that even though some period of time has 
transpired since the Applicants' filing of the Reply and Request for Withdrawal 
of the Notice of Abandonment, Applicants have subsequently inquired as to the 
status of the patent application. Applicants' representative filed Status Requests 
in the Patent Office on February 18, 2005, and October 21, 2005, Unfortunately, 
again, the Application Serial No. on these papers was transposed in these Status 
Requests. Copies of the date-stamped receipt postcards for the Status Requests 
are also enclosed. 

Applicants respectfully note that the attorney that was prosecuting this 
patent application for Applicants left the firm and this matter was re-assigned to 
the below listed attorney. Upon assuming the responsibility for this application 
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and performing an on-line status check in the Patent Office's PAIR system, 
Apphcants' new representative discovered the prosecution history discussed 
above. Applicants' new representative then timely prepared and filed this 
Petition. Applicants also respectfully note that the Examiner has also left the 
Patent Office. 

Applicants respectfully request that in view of the above history, that the 
Notice of Abandonment in the above-referenced patent application be 
withdrawn. Applicants respectfully submit that they timely filed a Reply in 
response to the Office Action of February 5, 2004, and identified the associated 
patent application for that Reply with sufficient identifying information such 
that the Reply could be associated with the patent application. Applicants also 
respectfully submit that they had received an assurance from the Examiner that 
the Reply had been brought to his attention. Applicants' representative then 
further pursued withdrawal of the Notice of Abandonment by filing the Request 
for Withdrawal of the Notice of Abandonment. Applicants' representative 
continued to file Status Requests on the application, to which no response was 
received from the Office. 

Therefore, in view of all of the above circumstances, Applicants 
respectfully submit that they timely filed a Reply to the Office Action of 
February 5, 2004, and conscientiously pursued determining the status of the 
application after filing of the Reply. Applicants respectfully request that the 
Notice of Abandonment be withdrawn fi:'om the above-referenced patent 
application. Applicants respectfully note that whereas a Petition under 37 
C.F.R. § 1.181(a) mav be dismissed as untimely if not received within two 
months of the mailing date of the action or notice from which relief is requested. 
Applicants respectfully request the Office's consideration of Applicants' Petition 
in view of the above circumstances. 

If the Office determines not to grant Applicants' Petition under 37 C.F.R. § 
1.181(a), Applicants also respectfully petition the Office to revive the application 
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under 37 C.F.R. § 1.137(b). Applicants have also enclosed a Petition under 37 
C.F.R. § 1.137(b) for the Office's consideration if the Petition under 37 C.F.R. § 
1.181(a) is not granted. If a Petition under 37 C.F.R. § 1.137(b) is required, the 
Office is authorized to charge the petition fee under 37 C.F.R. 1.17(m) of 
$1,500,00 to Deposit Account No. 05-1323 (Docket No. 010816.50684US). 

The Office is invited to contact the undersigned should there be any 
questions regarding this Petition. The Office's consideration of this matter is 
greatly appreciated. 



Respectfully submitted, 



CROWELL & MORING LLP 



Dated: May 15, 2007 




Robert L. Grabarek, Jr. y 
Reg. No, 40,625 / 
Tel.: (949) 263-8400 (Pacific Coast) 



Attachments 



Intellectual Property Group 

P.O. Box 14300 

Washington, D.C. 20044-4300 
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INJECTION VALVE FOR A COMBUSTION ENGINE 



REPLY 

Mail Stop FEE AMENDMENT 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 223 13-1450 



Sir: 



In response to the Office action of February 5, 2004, please amend the above- 
identified application as follows: 

Amendments to the Claims are reflected in the Usting of claims which begins on page 2 of 
this paper. 

Remarks/Arguments begin on page 7 of this paper. 

Applicant hereby requests that the period to take action in the above-captioned 
application be extended by one month pursuant to the provisions of 37 C.F.R. 1.136(a). 
A check in the amount of $110.00 is submitted herewith in payment of the required 
extension fee. The Commissioner is authorized to charge any deficiency, or credit any 
overpayment, to Deposit Account No. 05-1323 (CAM #010816.50684US). 
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AMENDMENTS TO THF. ri ATMS? 

This listing of claims will replace ail prior versions, and listings, of claims in the 
application: 

Listing of Claims: 

1. (cxirrently amended) An injection valve for an internal combustion engine 
comprising: a control valve, which is activated especially electromagnetically and, by means 
of a valve actuator, alternatively closes off or opens up an opening for the passages of a fluid, 
which is assigned to a sealing surface and. by these means, controls the pressure in a control 
pressure space, which is connected with the passage opening, the valve actuator, in addition 
to an actuator sealing surface, which acts together with the sealing surface of the opening for 
the passage of fluid, having an actuator stop surface, which is disposed at a distance from the 

J 

actuator sealing surface, the valve actuator having a valve rod which, in relation to the 
distance between the sealing surface and the stop surface of the actuator has an extra length 
ev&AeB^, wherein, during fee a closing movement of the valve actuator the extra length 
ovorlongth is taken up by the an elastic deformation of the valve rod. 

2. (previously presented) The injection valve of claim 1, wherein the stop 
surface of the actuator is significantly larger than the sealing surface. 

3. (previously presented) The injection valve of claim 1, wherein the valve 
actuator is formed with a one-part or a two-part valve rod. 

4. (previously presented) The injection valve of claim 3, wherein the valve 
actuator contains a valve body, which touches the front face of the valve rod and contains the 
seaUng surface of the actuator. 

5 . (previously presented) The injection valve of claim 4, wherein the valve body 
is constructed as a sphere, which interacts with the opening for the passage of fluid, forming a 
seal. 

6. (previously presented) The injection valve of claim 3, wherein the sealing 
surface of the actuator is the front face of the valve rod fonned by the valve actuator. 
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7. (previously presented) The injection valve of claim 3, wherein the valve 
actuator is essentially mushroom-shaped, the stem of the mushroom forming the valve rod 
and the stop surface of the actuator being an annular collar, concentrically surrounding the 
valve rod in the region of the mushroom cap. 

8. (previously presented) The injection valve of claim 3. wherein the valve 
actuator is divided in a dividing joint into an actuator stop, having the stop surface of the 
actuator, and a valve rod, which is in operative connection with the sealing surface and the 
stop of the actuator. 

9. (previously presented) The injection valve of clahn 3, wherein the actuator 
stop is essentially mushroom-shaped, the stop surface of the actuator being an end face, 
contacting the valve rod in the region of the foot of the mushroom. 

10. (previously presented) The injection valve of claim 3, wherein the valve rod 
is guided axially movably in at least one guide bushing. 

11. (previously presented) The injection valve of claim 10, wherein a guide 
bushing is disposed at a small distance from the seaUng surface of the actuator. 

12. (previously presented) The injection valve of claim 3, wherein the length of 
the valve rod is a multiple of its diameter. 

13. (previously presented) T he injection valve of claim 1. wherein the sealing 
surface is formed in the end face of a disk-shaped insert part and adjoins the control pressure 
space on the side averted from the sealing surface. 

14. (previously presented) The injection valve of claim 13, wherein the insert 
part is formed in two parts with a first part, which contains an opening for the passage of 
fluid and a discharge choke and a second part at the control pressure space side, with a 
borehole, which comiects the control pressure space with an opening for the passage of fluid. 

15. (previously presented) The injection valve of claim 14. wherein the second 
part contains an inlet choke, which is connected with the borehole. 
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16. (previously presented) The injection valve of claim 13, wherein the insert 
part contains an inlet choke in addition to the outlet choke. 

17. (previously presented) The injection valve of claim 13. wherein the control 
pressure space is connected with an inlet choke. 

18. (previously presented) The injection valve of claim 13. wherein the rear end 
of the valve needle, averted from the nozzle needle seat surface, lies in the control pressure 
space. 

19. (previously presented) The injection valve of claim 18. wherein the insert 
part forms a stop for the valve needle. 

20. (previously presented) The injection valve of claim 13, wherein the insert 
part, a centering and holding clamp and a sleeve, in which at least one valve rod and at least 
one guide bushing with the actuator stop surface is taken up, form a structural unit, which 
be pre-adjusted by itself in relation to the protrusion of the valve rod. 

21. (previously presented) An injection valve for an internal combustion engine 
comprising: 

an opening having a sealing surface; 
a stop displaced a distance from the opening; and 
an electromagnetical control valve including: 

a valve actuator having an opening position and a closing position, the valve 
actuator including: 

an actuator sealing surface that engages the sealing surface of the opening 
when the valve actuator is at the closing position. 

an actuator stop surface that engages the stop when the valve actuator is at the 
closing position, and 



can 
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a valve rod disposed between the actuator sealing surface and the actuator stop 
surface, wherein when the valve actuator is at the closing position, the valve rod is 
compressed to a length that is shorter than a length of the valve rod when the valve actuator is 
at the opening position. 

22. (previously presented) The injection valve of claim 21, wherein the stop 
surface of the actuator is significantly larger than the sealing surface. 

23. (previously presented) T heinjection valve of claim 21, wherein the valve 
actuator is formed with a one-part or a two-part valve rod. 

24. (previously p resented) T he i njection v alve o f c laim 2 3, w herein t he v alve 
actuator contains a valve body, which is positioned at a front face of the valve rod and 
contains the sealing surface of the actuator. 

25. (previously presented) T he injection valve of claim 24, wherein the valve 
body has the configuration of a sphere. 

26. (previously presented) The injection valve of claim 23, wherein the sealing 
surface of the valve actuator is a front face of the valve rod. 

27. (previously presented) The injection valve of claim 23, wherein the valve rod 
is axially movably guided in a guide bushing. 

28. (previously presented) The injection valve of claim 27, wherein a guide 
bushing is disposed near the actuator sealing surface. 

29. (previously presented) The injection valve of claim 23, wherem the length of 
the valve rod is a multiple of its diameter. 

30. (previously presented) The injection valve of claim 21 fiirther comprising a 
disk-shaped insert having a first end face that includes the sealing surface, and a second end 
face adjoining a control pressure space. 
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3 1 . (previously presented) The injection valve of claim 30, wherein the insert has 
a first part, which includes the opening and a discharge choke, and a second part, which 
includes a borehole that connects the control pressure space with the opening. 

32. (previously presented) The injection valve of claim 31, wherein the second 
part of the insert includes an inlet choke, which is connected with the borehole. 

33. (previously presented) The injection valve of claim 30, wherein the insert 
includes an inlet choke. 

34. (previously presented) The injection valve of claim 30, wherein the control 
pressure space is connected to the inlet choke. 

35. (previously presented) The injection valve of claim 30 comprising a valve 
needle having an end disposed in the control pressure space. 

36. (previously presented) The injection valve of claim 35, wherein the insert 
part forms a stop for the valve needle. 

37. (previously presented) The injection valve of claim 30 further comprising a 
centering and holding clamp and a sleeve, wherein the insert part, the centering and holding 
clamp and the sleeve, in which the valve rod and the guide bushing that includes the actuator 
stop surface are placed, form a structural unit, which can be pre-adjusted in relation to the 
valve rod. 
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REMARKS/ARGUMKNT 



Description of amendmentg 



Claims 1-37 are now pending and under examination. Applicant has amended claim 1 
to replace the term "overlength" with a more descriptive tenn "extra length" and to provided 
antecedent basis for "the closing movement" and "the elastic deformation of the valve rod." 
No new matter has been added. 

Interview summary 

Applicant's attorney/counsel greatly appreciates the courtesy extended by Examiner 
Bui during the course of an interview conducted on May 12, 2004. 

In the interview. Applicant's counsel described the structure and operation of the 
claimed invention. AppUcant's counsel argued that the cited art does not disclose (1) a 
sealing surface, (2) an actuator stop surface, which is disposed at a distance from the actuator 
sealing surface. (3) a valve rod which, in relation to the distance between the sealing surface 
and the stop surface of the actuator has an overlength, wherein, during the closing movement 
the overlength is taken up by the elastic deformation of the valve rod. Examiner asked tha^ 
Applicant recites these arguments in this response. 

Allowed and allowable claims 

Applicant appreciates that the Examiner has indicated claims 16, 20, 33. and 37 would 
be allowable if they are rewritten to include all of the limitations of the base claim and any 
intervening claims. 

Objection to the sp er.ifip.atiV.Ti 

The Examiner stated that the specification does not contain an abstract. Applicant 
respectfully disagrees because an abstract is provided in the international phase of the present 
application. 
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Response to Office Action dated February 5, 2004 
Rejection undftr tt s.C. S1 12. serond parap raph 

Claims 1-20 were rejected under 35 U.S.C. §112, second paragraph, as being 
mdefimte for failing to particularly point out and distinctly claim the subject matter which 
Applicant regards as the invention. 

Applicant has amended the claims to overcome the rejection (see the amendments to 
claim 1). 

Rejection imAi-r 1< u s e. § 107 

Claims 1-15, 17-19. 21-32. and 34-36 were rejected under 35 U.S.C. §102(b) as being 
anttctpated by Banmgartaer (U.S. Paten. 6.161.813). For the Mowing reasons. Applicant 
respectfully requests reconsideration and withdrawal of the rejection. 

In prior art injection valves, as discussed m the interview and set forth in the 
background sectionof.hepresentappUcatio„.a valve actuator isus«l,„ open or close a 
valve opening to control the injection of M into the combustion chambe,. of the engine To 
dose the valve opening, a surface of the valve actuator contacts a seaUng surfece to seal the 
valve opemng. In addition, the sealing surface functions as a stopping surftce to stop the 
movement of the valve actuator towards the valve opemng. 

As discussed in the backgn>und secdon of the present application, a problem with this 
convenuonal arangement is that the sealing surface and the stopping surface put 
connadtctory demands on the size of the valve acmatofs surface. Tlte stopping surface 
d^nands a large acmator surface to .educe the impact when the stopping surface of the valve 
acn,ator collides wift tte sealing surface to stop the movement of the valve achtator On fce 
other hand, the seahng surface requires a small actuator surface to p^vide beUer sealing. 

As discussed in Ure interview, the claims! irtvention solves the problem by providing 
«.e .njechon valve wifl. two separate surfaces: an acmator stop surface (,2a) and a se^ 
surface (13. 17). When the valve is closed, the movement of the valve acma.or (12) i! 
stopped by the actuator stop surface (12a). The valve actuator (12) itself does no. close the 



Page 8 of 10 



Application No. 10/049,843 
Reply dated June 2, 2004 

Response to Office Action dated February 5, 2004 



opening (14a); instead it pushes a valve rod (16) against the sealing surface (13, 17) so that a 
surface of the valve rod (16) closes the opening (14a). 

This new arrangement requires that, when the valve opening (14a) is closed, the valve 
actuator (12) contacts the stop surface (12a) and the valve rod (16) contacts the sealing 
surface (13, 17). In order to ensure that when the valve actuator (12) is stopped by the 
actuator stop surface (12a), the valve rod (16) contacts the sealing surface (13, 17) to close 
the opening (14a). the valve rod (16) has a fi-ee length that is longer than the distance between 
the actuator stop surface (12a) and the sealing surface (13, 17). When the valve rod (16) is 
pushed by the valve actuator (12) against the sealing surface (13. 17) to close the opening 
(14a), the valve rod (16) is compressed so that its compressed length is equal to the distance 
between the actuator stop surface (12a) and the sealing surface (13, 17); as a result, it is 
ensured that, when the valve opening (14a) is closed, the valve actuator (12) contacts tho stop 
surface (12a) and the valve rod (16) contacts the sealing surface (13. 17). 

These features are not disclosed by Baumgartner. hi fact. Baumgartner is exactly the 
same as prior art. For example, in Baumgartner, the contact between the valve seat (24) and 
the valve member (25) is used both to stop the movement of the valve member (25) and to 
seal the valve opening. Further, Baumgartner does not disclose a valve rod (16) that has a 
fi-ee length longer than the distance between an actuator stop surface (12a) and a sealing 
surface (13, 17) and that, when it is pushed by the valve actuator (12) against the sealmg 
surface (13, 17) to close the opening (14a). is compressed so that its compressed length is 
equal to the distance between the actuator stop surface (12a) and the sealing surface (13. 17). 
Therefore, Baumgartner does not anticipate claims 1 - 1 5, 1 7- 1 9, 2 1 -32, and 34-36. 

In light of the foregoing remarks, this application is considered to be in condition for 
allowance, and early passage of this case to issue is respectfiJly requested. If there are any 
questions regardmg this amendment or the appKcation in general, a telephone call to the 
undersigned would be appreciated since this should expedite the prosecution of the 
application for all concerned. 

If necessary to effect a timely response, this paper should be considered as a petition 
for an Extension of Time sufficient to effect a timely response, and please charge any 
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deficiency in fees or credit any overpayments to Deposit Account No. 05-1323 (CAM # 
010816.50684US). 



June 2, 2004 



CROWELL & MORING LLP 
Intellectual Property Group 
P.O. Box 14300 
Washington, DC 20044-4300 
Telephone No.: (202)624-2500 
Facsimile No.: (202) 628-8844 

DDE:S2:tlin {010816.50684US; 321430) 



Respectfully submitted 




Registration No. 44,420 
Donald D. Evenson 
Registration No. 26,160 
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AMENDMENTS TO THE CLAIMS! 

This listing of claims will replace ail prior versions, and listings, of claims in the 
application: 

Listing of Claims; 

1. (currently amended) An injection valve for an internal combustion engine 
comprising: a control valve, which is activated especially electromagnetically and, by means 
of a valve actuator, alternatively closes off or opens up an opening for the passages of a fluid, 
which is assigned to a sealing surface and, by these means, controls the pressure in a control 
pressure space, which is connected with the passage opening, the valve actuator, in addition 
to an actuator sealing surface, which acts together with the sealing surface of the opening for 
the passage of fluid, having an actuator stop surface, which is disposed at a distance from the 
actuator seahng surface, the valve actuator having a valve rod which, in relation to the 
distance between the sealing surface and the stop surface of the actuator has an extra length 
ovorlongth, wherein, during the a closing movement of the valve actuator, the extra length 
ovorlongtti is taken up by fee an elastic deformation of the valve rod. 

2. (previously presented) The injection valve of claim 1, wherein the stop 
surface of the actuator is significantly larger than the sealing surface. 

3. (previously presented) The injection valve of claim 1, wherein the valve 
actuator is formed with a one-part or a two-part valve rod. 

4. (previously presented) The injection valve of claim 3, wherein the valve 
actuator contains a valve body, which touches the front face of the valve rod and contains the 
sealing surface of the actuator. 

5. (previously presented) The injection valve of claim 4, wherein the valve body 
is constructed as a sphere, which interacts with the opening for the passage of fluid, forming a 
seal. 

6. (previously presented) The injection valve of claim 3, wherein the sealing 
surface of the actuator is the front face of the valve rod formed by the valve actuator. 
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7. (previously presented) The injection valve of claim 3, wherein the valve 
actuator is essentially mushroom-shaped, the stem of the mushroom forming the valve rod 
and the stop surface of the actuator being an annular collar, concentrically surrounding the 
valve rod in the region of the mushroom cap. 

8. (previously presented) The injection valve of claim 3, wherein the valve 
actuator is divided in a dividing joint into an actuator stop, having the stop surface of the 
actuator, and a valve rod, which is in operative connection with the sealing surfece and the 
stop of the actuator. 

9. (previously presented) The injection valve of claim 3, wherein the actuator 
stop is essentially mushroom-shaped, the stop surface of the actuator bemg an end face, 
contacting the valve rod in the region of the foot of the mushroom. 

1 0. (previously presented) The injection valve of claim 3, wherein the valve rod 
is guided axially movably in at least one guide bushing. 

11. (previously presented) The injection valve of claim 10, wherein a guide 
bushing is disposed at a small distance ftom the sealing surface of the actuator. 

12. (previously presented) The injection valve of claim 3, wherein the length of 
the valve rod is a multiple of its diameter. 

13. (previously presented) T he i njection v alve o f claim 1 , w herein t he s ealing 
surface is formed in the end face of a disk-shaped insert part and adjoins the control pressure 
space on the side averted firom the sealing surface. 

14. (previously presented) The injection valve of claim 13, wherein the insert 
part is formed in two parts with a first part, which contains an opening for the passage of 
fluid and a discharge choke and a second part at the control pressure space side, with a 
borehole, which connects the control pressure space with an opening for the passage of fluid. 

15. (previously presented) The injection valve of claim 14, wherein the second 
part contains an inlet choke, which is connected with the borehole. 
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16. (previously presented) The injection valve of claim 13. wherein the insert 
part contains an mlet choke in addition to the outlet choke. 

17. (previously presented) The injection valve of claim 13. wherein the control 
pressure space is connected with an inlet choke. 

18. (previously presented) The injection valve of claim 13, wherein the rear end 
of the valve needle, averted from the nozzle needle seat surface, lies in the control pressure 
space. 

19. (previously presented) The injection valve of claim 18. wherein the insert 
part fonns a stop for the valve needle. 

20. (previously presented) The injection valve of c laim 13. wherein the insert 
part, a centering and holding clamp and a sleeve, in which at least one valve rod and at least 
one guide bushing with the actuator stop surface is taken up. form a structural unit, which can 
be pre-adjusted by itself in relation to the protrusion of the valve rod. 

21. (previously presented) An injection valve for an internal combustion engine 
comprising: 

an opening having a sealing surface; 

a stop displaced a distance from the opening; and 

an electromagnetical control valve including: 

a valve actuator having an opening position and a closing position, the valve 
actuator including: 

an actuator seaUng surface that engages the sealing surface of the opening 
when the valve actuator is at the closing position, 

an actuator stop surface that engages the stop when the valve actuator is at the 
closing position, and 
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a valve rod disposed between the actuator sealing surface and the actuator stop 
surface, wherein when the valve actuator is at the closing position, the valve rod is 
compressed to a length that is shorter than a length of the valve rod when the valve actuator is 
at the opening position. 

22. (previously presented) The injection valve of claim 21, wherem the stop 
surface of the actuator is significantly larger than the sealing surface. 

23. (previously presented) T he injection valve of claim 21, wherein the valve 
actuator is formed with a one-part or a two-part valve rod. 

24. (previously p resented) T he i njection v alve o f c laim 2 3, w herein t he v alve 
actuator contains a valve body, which is positioned at a front face of the valve rod and 
contains the sealing surface of the actuator. 

25. (previously p resented) T he i njection v alve o f c laim 2 4, wherein t he v alve 
body has the configuration of a sphere. 

26. (previously presented) The injection valve of claim 23. wherein the sealing 
surface of the valve actuator is a front face of the valve rod. 

27. (previously presented) The injection valve of claim 23, wherein the valve rod 
is axially movably guided in a guide bushing. 

28. (previously presented) The injection valve of claim 27, wherein a guide 
bushing is disposed near the actuator sealing surface. 

29. (previously presented) The injection valve of claim 23, wherein the length of 
the valve rod is a multiple of its diameter. 

30. (previously presented) The injection valve of claim 21 further comprising a 
disk-shaped insert having a first end face that includes the sealing surface, and a second end 
face adjoining a control pressure space. 
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3 1 . (previously presented) The injection valve of claim 30. wherein the insert has 
a first part, which includes the opening and a discharge choke, and a second part, which 
includes a borehole that connects the control pressure space with the opening. 

32. (previously presented) The injection valve of claim 3 1 , wherein the second 
part of the insert includes an inlet choke, which is connected with the borehole. 

33. (previously presented) The injection valve of claim 30, wherein the insert 
includes an inlet choke. 

34. (previously presented) The injection valve of claim 30, wherein the control 
pressure space is connected to the inlet choke. 

35. (previously presented) The injection valve of claim 30 comprising a valve 
needle having an end disposed in the control pressure space. 

36. (previously presented) The injection valve of claim 35, wherein the insert 
part forms a stop for the valve needle. 

37. (previously presented) The injection valve of claim 30 further comprismg a 
centering and holdmg clamp and a sleeve, wherein the insert part, the centering and holding 
clamp and the sleeve, in which the valve n,d and the guide bushing that includes the actuator 
stop surface are placed, form a structural unit, which can be pre-adjusted in relation to the 
valve rod. 
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REMARKS/ARGUMENT 



Description of amendmentg 



Claims 1-37 are now pending and under examination. Applicant has amended claim 1 
to replace the term "overlength" with a more descriptive temi "extra length" and to provided 
antecedent basis for "the closing movement" and "the elastic defonnation of the valve rod." 
No new matter has been added. 

Interview summary 

Apphcant's attorney/counsel greatly appreciates the courtesy extended by Examiner 
Bui during the course of an interview conducted on May 12, 2004. 

In the mterview. Applicant's counsel described the structure and operation of the 
claimed invention. Applicant's counsel argued that the cited art does not disclose (1) a 
sealmg surface. (2) an actuator stop surface, which is disposed at a distance from the actuator 
seahng surface. (3) a valve rod which, in relation to the distance between the seaUng surface 
and the stop surface of the actuator has an overlength. whei^in. during the closing movement 
the overlength is taken up by the elastic defonnation of the valve rod. Examiner asked that' 
Apphcant recites these arguments in this response. 

Allowed and aHowahle claims 

Applicant appreciates that the Examiner has indicated claims 16. 20, 33. and 37 would 
be allowable if they are rewritten to include all of the limitations of the base claim and any 
intervening claims. 

Objection to the sp er.ifiratmTi 

The Examiner stated that the specification does not contain an abstract. Apphcant 
respectfully disagrees because an abstract is provided in the international phase of the present 
application. 
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Reiection under 35 T T .S.C. §11?, second para ^aph 

Claims 1-20 were rejected under 35 U.S.C. §112, second paragraph, as being 
indefinite for faiKng to particularly point out and distinctly claim the subject matter which 
Applicant regards as the invention. 

Applicant has amended the claims to overcome the rejection (see the amendments to 
claim 1). 

Reiectio n under 35 U.S.C. § 1 07. 

Claims 1-15, 17-19, 21-32, and 34-36 were rejected under 35 U.S.C. §102(b) as being 
anticipated by Baumgartner (U.S. Patent 6.161.813). For the following i^asons. Applicant 
respectfully requests reconsideration and withdrawal of the rejection. 

In prior art injection valves, as discussed in the interview and set forth in the 
background section ofthe present application, a valve actuator i s u sed t o o pen o r c lose a 
valve opening to control the injection of fuel into the combustion chambers ofthe engme To 
close the valve opening, a surface ofthe valve actuator contacts a sealing surface to seal the 
valve openmg. m addition, the sealing surface functions as a stopping surface to stop the 
movement of the valve actuator towards the valve opening. 

As discussed in the background section ofthe present application, a problem with this 
conventional arrangement is that the sealing surface and the stopping surface put 
contradictory demands on the size of the valve actuator's surface. The stopping surface 
demands a large actuator surface to reduce the impact when the stopping surface ofthe valve 
actuator collides with the sealing surface to stop the movement ofthe valve actuator. On the 
other hand, the sealing surface requires a small actuator surface to provide better sealing. 

As discussed in the interview, the claimed invention solves the problem by providing 
the mjection valve with two separate surfaces: an actuator stop surface (12a) and a sealing 
surface (13. 17). When the valve is closed, the movement of the valve actuator (12) is 
stopped by the actuator stop surface (12a). The valve actuator (12) itself does not close the 
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opening (14a); instead it pushes a valve rod (16) against the sealing surface (13, 17) so that a 
surface of the valve rod (16) closes the opening (14a). 

This new arrangement requires that, when the valve opening (14a) is closed, the valve 
actuator (12) contacts the stop surface (12a) and the valve rod (16) contacts the sealing 
surfece (13. 17). In order to ensure that when the valve actuator (12) is stopped by the 
actuator stop surface (12a). the valve rod (16) contacts the sealing surface (13. 17) to close 
the opening (14a). the valve rod (16) has a free length that is longer than the distance between 
the actuator stop surface (12a) and the sealing surface (13. 17). When the valve rod (16) is 
pushed by the valve actuator (12) against the sealing surface (13. 17) to close the opening 
(14a). the valve rod (16) is compressed so that its compressed length is equal to the distance 
between the actuator stop surface (12a) and the sealing surface (13. 17); as a result, it is 
ensured that, when the valve opening (14a) is closed, the valve actuator (12) contacts the stop 
surface (12a) and the valve rod (16) contacts the sealing surface (13, 17). 

These features are not disclosed by Baumgartner. In fact. Baumgartner is exactly the 
same as prior art. For example, in Baumgartner. the contact between the valve seat (24) and 
the valve member (25) is used both to stop the movement of the valve member (25) and to 
seal the valve opening. Further, Baumgartner does not disclose a valve rod (16) that has a 
free length longer than the distance between an actuator stop, surface (12a) and a sealing 
surface (13. 17) and that, when it is pushed by the valve actuator (12) against the sealing 
surface (13. 17) to close the opening (14a), is compressed so that its compressed length is 
equal to the distance between the actuator stop surface (12a) and the sealing surface (13, 17). 
Therefore, Baumgartner does not anticipate claims 1-15. 17-19, 21-32, and 34-36. 

In light of the foregoing remarks, this application is considered to be in condition for 
allowance, and early passage of this case to issue is respectfully requested. If there are any 
questions regarding this amendment or the application in general, a telephone call to the 
undersigned would be appreciated since this should expedite the prosecution of the 
application for all concerned. 

If necessary to effect a timely response, this paper slictUd be considered as a petition 
for an Extendon of Time sufScient to effect a timely response, and please charge any 
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June 2, 2004 



CROWELL & MORJNG LLP 
Intellectual Property Group 
P.O. Box 14300 
Washington, DC 20044-4300 
Telephone No.: (202) 624-2500 
Facsimile No.: (202) 628-8844 

DDE:SZ:tlm (010816.50684US; 321430) 



Respectfully submitted. 




fong Zhu,mD. 
Registration No. 44,420 
Donald D. Evenson 
Registration No. 26,160 
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Today's Date: Febmary 18, 2005 



AiVy Docket: 842FR/50684 
First Named Inventor: Wolfgang SCHEIBE 
Serial No.: 10/049,843 
Filing Date: February 19. 2002 

The following has been received in the U.S. Patent & Trademarl< Office on the date stamped hereon: 
S Status Request 



DDE:SZ:tlm (010816.60684US; 361613) 



DUE DATE: February 19. 2005 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Application No. 

First Named Inventor 

Filed 

TC/A.U. 

Examiner 



10/049,843 
Wolfgang SCHEIBE 
February 19, 2002 
3752 

Thach BUI 



Confirmation No. : 2328 



Docket No. 
Customer No. 



: 842FR/50684 

: 23911 



Title 



: Injection Valve for a Combustion Engine 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



STATUS REQUEST 



Sir: 



Our records indicate that we have not received any fiirfher correspondence in 



reference to the above-identified appUcation since August 19, 2004, when we filed our 
Request to Withdraw Notice of Abandonment. Please advise the undersigned of the status of 
the application. 

It would be appreciated if the undersigned were telephoned in the event there are any 
questions rela;ted to this Request or the application in general. 
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Commissioner for Patents 
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Sir: 



Our records indicate that we have not received any further correspondence in 
reference to the above-identified application since August 19, 2004, when we filed our 
Request to Withdraw Notice of Abandonment. Please advise the undersigned of the status of 
the application. 

It would be appreciated if the undersigned were telephoned in the event there are any 
questions related to this Request or the application in general. 



CROWELL & MORING LLP 
Intellectual Property Group 
P.O. Box 14300 
Washington, DC 20044-4300 
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PETITION FOR REVIVAL OF AN APPLICATION FOR PATENT 
ABANDONED UNINTENTIONALLY UNDER 37 CFR 1.137(b) 



Docket Number (Optional) 

842FR/50684 



First named inventor: Wolfgang scheibe 



Application No.: 



10/049,834 



Art Unit: 



3752 



Filed: February 19, 2002 



Examiner: Thach Bui 



Title: 



INJECTION VALVE FOR A GOIVIBUSTION ENGINE 



Attention: Office of Petitions 
Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 
FAX (571) 273-8300 

NOTE: If information or assistance Is needed in completing this form, please contact Petitions 
Information at (571) 272-3282. 

The above-identified application became abandoned for failure to file a timely and proper reply to a notice or 
action by the United States Patent and Trademark Office. The date of abandonment is the day after the expiration 
date of the period set for reply in the office notice or action plus an extensions of time actually obtained. 

APPLICANT HEREBY PETITIONS FOR REVIVAL OF THIS APPLICATION 

NOTE: A grantable petition requires the following items: 

(1) Petition fee; 

(2) Reply and/or issue fee; 

(3) Terminal disclaimer with disclaimer fee - required for ail utility and plant applications 
filed before June 8, 1995; and for all design applications; and 

(4) Statement that the entire delay was unintentional. 

1 . Petit on fee 

I [Small entity-fee $ (37 CFR 1 .17(m)). Applicant claims small entity status. See 37 CFR 1.27. 



f/l Other than small entity - fee $ i .soo.oo (37 CFR 1 . 1 7(m)) 



2. Reply and/or fee 

A. The reply and/or fee to the above-noted Office action in 

the form of Reply (identify type of reply): 

F/ has been filed previously on June 2. 20Q4 . 

W] is enclosed herewith. 

B. The issue fee and publication fee (if applicable) of $ . 

has been paid previously on . 

is enclosed herewith. 
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USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 1.0 hour to 
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any 
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Infomriation Officer, 
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED 
FORMS TO THIS ADDRESS. SEND TO: Mail Stop Petition, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 



If you need assistance in completing tiie form, call 1'800-PTO-9199 and select option 2. 
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3. Terminal disclaimer with disclaimer fee 

Since this utility/plant application was filed on or after June 8, 1995, no terminal disclaimer is required. 

I I A terminal disclaimer (and disclaimer fee (37 CFR 1 .20(d)) of $ for a small entity or $ 

for other than a small entity) disclaiming tine required period of time is enclosed herewith (see 
PTO/SB/63), 

4. STATEMENT: The entire delay in filing the required reply from the due date for the required reply until the 
filing of a grantable petition under 37 CFR 1 .137(b) was unintentional. [NOTE: The United States Patent and 
Trademark Office may require additional information if there is a question as to whether either the 
abandonment or the delay in filing a petition under 37 CFR 1 .137(b) was unintentional (MPEP 71 1 .03(c), 
subsections (lll)(C) and (D)).] 

WARNING: 

Petitioner/applicant is cautioned to avoid submitting persona) information in documents filed in a patent application that may 
contribute to identity theft. Personal information such as social security numbers, bank account numbers, or credit card 
numbers (other than a check or credit card authorization form PTO-2038 submitted for payment purposes) is never required by 
the USPTO to support a petition or an application. If this type of personal information is included in documents submitted to the 
USPTO, petitioners/applicants should consider redacting such personal information from the documents before submitting them 
to the USPTO. Petitioner/applicant is advised that the record of a patent application is available to the public after publication 
of the application (unless a non-publication request in compliance with 37 CFR 1.213(a) is made in the application) or issuance 
of a patent. Furthermore, the record from an abandoned application may also be available to the public if the application is 
referenced in a published application or an issued patent (see 37 CFR 1.14). Checks and credit card authorization forms PTO- 
2038 submitted for pj^y^pent ^urpo^s are npt retained in the application file and therefore are not publicly available. 
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Date 

Robert L. Grabarek," Jr. 40,625 



Typed or printed name Registration Number, if applicable 

P.O. Box 14300 (202) 624-2500 

Address Telephone Number 

Washington. D.C. 20044-4300 



Address 

Enclosures: | / | Fee Payment 
HTI Reply 

I I Terminal Disclaimer Form 

Additional sheets containing statements establishing unintentional delay 
I I Other: 



CERTIFICATE OF MAILING OR TRANSMISSION [37 CFR 1.8(a)] 
I hereby certify that this correspondence is being: 

Deposited with the United States Postal Service on the date shown below with sufficient 

' — postage as first class mail in an envelope addressed to: Mail Stop Petition, Commissioner for 

Patents, P, O. Box 1450, Alexandria, VA 22313-1450. 
I I Transmitted by facsimile on the date shown below to the United States Patent and Trademark 
^ — ' Office at (571) 273-8300. 



Date Signature 



Typed or printed name of person signing certificate 
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